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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 22 April 2005 . 
2a)D This action is FINAL. 2b® This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
^losed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4® Claim(s) 1-20 and 25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) 1-20.25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 0 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) [3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) ^ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 5 ) CD Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 6/29/2000 . 6) □ Other: . 
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Art Unit: 2123 

DETAILED ACTION 

1 . Claims 1-20 and 25 have been submitted for examination. 

2. Claims 1-20 and 25 are rejected under 35 U.S.C. § 101 and rejected under 
obviousness double patenting. The prior Examiner has stated that the Applicant's 
arguments have overcome the prior art rejections. 

Continued Examination Under 37 CFR 1.114 

3. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on April 
22, 2005 has been entered. 

Information Disclosure Statement 

4. The information disclosure statement (IDS) submitted on June 29, 2000 was 
considered by the prior examiner assigned this case. The examiner presently examining 
this case has also reviewed the prior art provided on the prior 892s and applicant's 
1449s. 
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Double Patenting 

5. Examiner is reasserting the nonstatutory double patenting rejection. The 
nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 11 
F.3d 1046, 29 USPQ2d2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 
USPQ645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

In asserting the instant rejection, the factual inquiries set forth in Graham v. John 
Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), have been applied for establishing a 
background for determining obviousness summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1-20 and 25 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-32 of U.S. 
Patent No. 6,460,174. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because '174 is directed to the same invention for 
designing the requester aspects of the routing network integrated circuit, whereas the 
present claims are directed to the initiator aspects of the same routing network 
integrated circuit. One of ordinary skill level at the time the invention was made would 
have, knowing of the design practices or methodology for the requester aspects of the 
routing network integrated circuit, also design the initiator aspects of the same 
integrated circuit to provide a functional routing network integrated circuit. 

Claim Rejections - 35 USC §101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. The text of those sections of Title 35, U.S. Code and case law citations, not 
included in this action can be found in a prior Office action. The prior rejections stand. 
Applicant's use of the 1996 guidelines in combination with the arguments and 
amendments have not overcome the underlying issues. The algorithm as recited is still 
disembodied and could be practiced as a series of mental steps or with paper and 
pencil then data is stored in a computer file. Moreover, though the claim recites storing 
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the information in a computer file, this does nothing more than provide descriptive 
subject matter on a computer file without functionality. Functional steps implemented on 
a computer that produce an end product would are needed in the claims. This would 
provide that the claimed invention was in the technological arts and provides a concrete, 
useful and tangible result in the design and implementing of the claimed invention with 
an appropriate post process activity (safe harbor). See MPEP 2106, 8 th Edition, most 
relevant sections are reproduced below: 

There is always some form of physical transformation within 
a computer because a computer acts on signals and 
transforms them during its operation and changes the state of 
its components during the execution of a process. Even though 
such a physical transformation occurs within a computer, such 
activity is not determinative of whether the process is statutory 
because such transformation alone does not distinguish a 
statutory computer process from a nonstatutory computer 
process. What is determinative is not how the computer 
performs the process, but what the computer does to achieve a 
practical application. See Arrhythmia, 958 F.2d at 1057, 22 
USPQ2dat 1036. 

A process that merely manipulates an abstract idea or 
performs a purely mathematical algorithm is nonstatutory 
despite the fact that it might inherently have some usefulness. 
In Sarkar, 588 F.2d at 1335, 200 USPQ at 139[.] 

For such subject matter to be statutory, the claimed process 
must be limited to a practical application of the abstract idea or 
mathematical algorithm in the technological arts. See Alappat, 
33 F.3d at 1543, 31 USPQ2d at 1556-57 (quoting Diamond v. 
Diehr, 450 U.S. at 192, 209 USPQ at 10). See also Alappat 33 
F.3d at 1569, 31 USPQ2d at 1578-79 (Newman, J., 
concurring) ("unpatentability of the principle does not defeat 
patentability of its practical applications") (citing O 'Reilly v. 
Morse, 56 U.S. (15 How.) at 114-19). A claim is limited to a 
practical application when the method, as claimed, produces a 
concrete, tangible and useful result; i.e., the method recites a 
step or act of producing something that is concrete, tangible 
and useful. See AT &T, 172 F.3d at 1358, 50 USPQ2d at 1452. 
Likewise, a machine claim is statutory when the machine, as 
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claimed, produces a concrete, tangible and useful result (as in 
State Street, 149 F.3d at 1373, 47 USPQ2d at 1601) and/or 
when a specific machine is being claimed (as in Alappat, 33 
F.3d at 1544, 31 USPQ2d at 1557 (in banc). 

For example, a computer process that simply calculates a 
mathematical algorithm that models noise is nonstatutory. 
However, a claimed process for digitally filtering noise 
employing the mathematical algorithm is statutory, [emphasis 
added]. 

8. However, the present Examiner would like to assist the Applicant in directing 
amendments to the claims which would overcome the prior rejections and result in an 
allowance of the instant case. This would also require the filing of a terminal disclaimer 
document to overcome the double patenting rejection. 

Amending the language of claims 1-20, and 25 with language to the effect of "A 
computer implemented method" and "producing from..." with the operation of "then 
implementing the design of the integrated circuit" would overcome the present 
rejections. 

Allowable Subject Matter 

9. Examiner gives appropriate deference to the prior Examiner's determination of 
allowable subject matter, and therefore the claims stand allowable over the prior art 
rejections. However, Applicant must still overcome the outstanding 101 rejection and 
double patenting. 
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Conclusion 



10. The prior art made of record, on the accompanying 892, and not relied upon is 
considered pertinent to applicants disclosure. 



11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William D. Thomson whose telephone number is 571- 
272-3718. The examiner can normally be reached on 8:30-3:30 Tuesday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Leo Picard can be reached on 571-272-3749. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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